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DETAILED ACTION 

Information Disclosure Statement 
1 . The Information Disclosure Statements filed on 13 January 2003, 04 March 
2005, and 15 July 2005 have been considered. An initialed copy of the Form 1449 is 
enclosed herewith. 

Status of Claims 

This action is in reply to the non-provisional application filed on 26 September 
Claims 17-34 have been added by preliminary amendment filed on 01 August 
Claims 1-16 have been canceled by preliminary amendment filed on 01 August 
Claims 17-34 are cunrently pending, have been examined, and are rejected. 

Non-Compliant Preliminary Amendment 

6. The amendment to the claims filed on 01 August 2006 does not comply with the 
requirements of 37 CFR 1 .121 because: The Amendments lack the appropriate status 
identifiers. See MPEP §714. The examiner assumes that the status of claims 17-34 is 
"New". Applicant is cautioned that future failure to properly provide status identifiers 
could result in delays for correction. 



2. 

2003. 

3. 

2006. 
4. 

2006. 
5. 
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Claim Objections 

7. Claims 20 and 29 are objected to because of the following informalities: 
■ Misspelling in lines 5-7. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

8. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 20 and 29 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The claims recite the limitation "pre-existing 
content" in lines 3-7. In paragraph 0021 of the disclosure - the paragraph that seem 
most likely to disclose this limitation - Applicant states "sponsored content and search 
results are integrated so as to ensure that presentation of the integrated content and 
search results appears similar to the theme of the website that the user is currently 
viewing. Preferably, integrated content and search results should appear in the primary 
theme of the web page or website that the user is currently viewing." This paragraph, 
however, appears to have little connection to the "pre-existing content" of the instant 
claim. Thus, there is no support for this limitation in Applicant's disclosure. 
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10. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 1 . Claims 17-34 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

12. Claims 17| 20, 26, and 29 contain improper Markush groups. Alternative 
expressions are permitted if tliey present no ambiguity or uncertainty with respect to the 
question of scope or clarity of the claims. Therefore, a properly written Markush group 
includes the transitional phrase "consisting of rather than "comprising" indicating that 
the group Is a closed set. MPEP §21 73.05(h). These claims include the term 
"comprising" or "comprises" and therefore do not follow the proper format. For purposes 
of this examination, the Examiner interprets these claims as requiring only one element 
from the set presented. Since claims 18-25 and 27 - 34 are dependent on these 
claims, they are rejected for the same reasons. 

Claim Rejections - 35 USC §102 

1 3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
- another filed In the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Examiner's Note: The Examiner has pointed out particular references contained in the 
prior art of record within the body of this action for the convenience of the Applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply. Applicant, in preparing the response, should consider fully the entire 
reference as potentially teaching all or part of the claimed invention, as well as the 
context of the passage as taught by the prior art or disclosed by the Examiner. 

14. Claims 17, 18, 21 - 23, 25-27, 30- 32, and 34 are rejected under 35 

U.S.C. 102(e) as being anticipated by Emens et al.. Patent No. US 7.076,443 B1 filed 
on 31 May 2000 ("Emens"). 

15. Claim 17 and 26: Emens teaches: 

■ storing, remote to a client, user specific data that reflects one or more 
user interests of a user, wherein said user specific data is collected 
using a search website that provides searching functionality (see at 
least column 2, lines 32-38) 

■ retrieving a set of sponsored content based, at least in part, on said 
user specific data (see at least column 2, lines 34-38 wherein the 
advertisements are sponsored content) 

1 6. Emens does not explicitly teach integrating said sponsored content into a display 
generated by one of: an email client, an instant messaging client, and a website other 
than said search website. However, under the principles of inherency (MPEP § 

21 12.02), since the reference invention necessarily performs the method claimed, the 
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method claimed is considered to be anticipated by the reference invention. As 
evidence tending to show inherency, it is noted that the prior art invention includes a 
graphical user interface for presentation of the products selected by the user for further 
searching and selection (see at least column 2, lines 61-67). Furthermore, Emens 
suggests that (1) the graphical user interface comes from a website (since all content 
transmitted through the Internet generally comes from a website) and (2) the 
advertisement presented is separate from the search website. 

17. Claims 18 and 27: Emens teaches the method and machine-readable medium 
of Claims 17 and 26, respectively, as set forth above. Emens further teaches wherein 
said user specific data includes a word or phrase upon which the user search for using 
said search website (see at least column 2, lines 32-35). 

18. Claims 21, 22, 30, and 31: Note on Optional Claim Language: Claim scope is 
not limited by claim language that suggests or makes optional, but does not require, 
steps to be performed, or by claim language that does not limit a claim to a particular 
structure. MPEP § 2106, RN II. In the instant case, in Claims 17 and 26 from which 
Claims 21 and 30 depend, Applicant provides three options for integrating the 
sponsored content into a display. Claims 21 and 30, however, only provides the option 
of integrating content into an e-mail message therefore making the other two options 
unnecessary. Furthermore, Claims 22 and 31, which depends from Claims 21 and 30, 
only recite the separation of the sponsored content from email messages, again making 
the other two options unnecessary. Therefore, these claims hold no patentable weight. 
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19. Claims 23 and 32: Emens teaches the method and machine-readable medium 
of Claims 17 and 26, respectively, as set forth above. Emens further teaches 
displaying, at least a portion of, said set of sponsored content on a website other than 
said search website (see at least column 5, lines 54-64 wherein a product 
advertisement page is formatted and displayed upon user selection). 

20. Claims 25 and 34: Emens teaches the method and machine-readable medium 
of Claims 23 and 32, respectively, as set forth above. Emens further teaches wherein 
the portion of sponsored content displayed on said website is a banner advertisement 
(see at least column 5, lines 8-10). 

Claim Rejections - 35 USC § 103 

21. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

22. Claims 19, 20, 24, 28, 29, and 33 are re/ected under 35 U.S.C, 103(a) as being 
unpatentable over Emens in view of McElfresh et al., Patent No. US 6,907,566 B1 filed 
on 2 April 1 999 ("McElfresh"). 

23. Claims 19 and 28: Emens teaches the method and machine-readable medium 
of Claims 17 and 26, respectively, as set forth above. 

■ Emens does not teach wherein said sponsored content has a higher 
priority on said display than other content on said display. McEflresh 
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does teach such a limitation (see at least column 4, lines 33-37 
wherein ads are prioritized based on click-through percentage) 
• Therefore, since advertisers want to be at or near the top of a user's 
display in order to get their money's worth of brand recognition (see 
McElfresh in at least column 2, lines 1-5), it would have been prima 
facie obvious at the time the Invention was made to have been 
motivated to combine the teachings of Emens, wherein a system and 
technique for automatically associating related advertisements to 
individual search results terms of a search result set is taught, with the 
teachings of McElfresh, wherein a method and system for optimum 
placement of advertisement on a webpage is taught. 

24. Claims 20 and 29: Emens teaches the method and machine-readable medium 

of Claims 17 and 26, respectively, as set forth above. 

■ Emens does not teach displaying said sponsored content on said 
display using a characteristic of pre-existing content on said display, 
wherein said characteristic includes one or more of the following: a 
design of said pre-exiting content, a motif of said pre-exiting content, 
an organization of said pre-exiting content, and a layout of said pre- 
exiting content (see at least column 2, lines 5-9 disclosing that the 
trend for online advertising at the time was to direct ads to certain 
themes such as ads directed to younger users placed on websites 
relating to pop culture) 
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■ Therefore, since a common and effective approacli to online 
advertising is to display pre-selected advertisements for a target 
audience (see Emens in at least column 1, lines 33 - 36), it would have 
been prima facie obvious at the time the invention was made to have 
been motivated to combine the teachings of Emens, wherein a system 
and technique for automatically associating related advertisements to 
individual search results terms of a search result set is taught, with the 
teachings of McElfresh, wherein a method and system for optimum 
placement of advertisement on a webpage is taught. 

25. Claims 24 and 33: Emens teaches the method and machine-readable medium 
of Claims 23 and 32, respectively, as set forth above. 

■ Emens does not teach wherein the portion of sponsored content 
displayed on said website is displayed using the same design, motif, 
organization, or layout as other text on said website. McElfresh does 
teach such a limitation (see at least column 6, lines 60-65 wherein 
displaying the sponsored content using the same design, motif, 
organization or layout as other text is a constraint on the display of the 
sponsored content). 

■ Therefore, since a common and effective approach to online 
advertising is displaying and targeting pre-selected advertisements to a 
particular audience (see Emens in at least column 1, lines 33 - 36), it 
would have been prima facie obvious at the time the invention was 
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made to have been motivated to combine the teachings of Emens, 
wherein a system and technique for automatically associating related 
advertisements to individual search results terms of a search result set 
is taught, with the teachings of McElfresh, wherein a method and 
system for optimum placement of advertisement on a webpage is 
taught. 
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Conclusion 

26. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

■ Boyd et al., Publication No. US 2005/0027599 A1 provisionally filed on 
31 July 2003 which teaches a content delivery and storage system and 
method. 

■ Marsh et al., Patent No. 5,848,397 issued on 8 December 1998 which 
teaches a method and apparatus for scheduling the presentation of 
messages to computer users. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daipreet S. Saluja whose telephone number is (571) 
270-1834. The examiner can normally be reached on Monday-Thursday, 7:30AM-5PM 
est, ALT Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




